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Roll No. .....................................

Time allowed : 3 hours Maximum marks : 100

Total number of questions : 6 Total number of printed pages : 8

NOTE : Answer ALL Questions.

1. Please read the Case below carefully and answer the questions at the end in detail :

PayPal Accuses Paytm of Trademark Infringement in India

On November 18, 2016, Paypal Inc. filed an objection at the Indian Trademark Office accusing

Paytm, an Indian mobile wallet company, of trademark infringement. The objection comes

at the heels of the recent windfall made by the latter on account of a cash-strapped nation

moving rapidly towards a cashless normal.

For six years, Paytm had been steadily becoming a household name in middle-class

India — until it really hit the jackpot on November 8, 2016 when the Indian Prime Minister

Narendra Modi announced demonetization of currency notes of Rs. 500 and Rs. 1000 —

invalidating overnight 80% of the country’s cash in circulation. The drastic move was taken

to tackle the vast amounts of unaccounted “black” money in the Indian economy that was

being used for bribery, corruption, tax evasion and for funding separatists and terrorists —

and has since invoked strong emotions, both in favor and against, from the media, politicos

and citizens across the country.

OPEN BOOK EXAMINATION
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A direct consequence to the demonetization has been an unprecedented increase in electronic

transactions — with Paytm being at the forefront. Adding over half a million users a day,

Paytm saw its daily transactions grow from 2.5 million to over 7 million a day and a

10-fold increase in the amount of money added to Paytm accounts in the first 14 days

after the demonetization was announced.

Rapid growth in that short a time earns Paytm not only great profits and valuation, but

also the attention of global competitors like PayPal. In its complaint, PayPal accused Paytm

of having “slavishly adopted the two-tone blue color scheme” of PayPal’s own logo in entirety,

and especially where “The first syllable in each mark is in dark blue color and the second

syllable in a light blue color”. Further, PayPal also noted that “both marks begin with the

term ‘PAY’ which consumers tend to remember more than the second syllable, with the

marks being of similar length.”

The Indian Trademark law requires an applicant to publish and advertise their logo for a

period of 4 months in which objections can be raised by third parties. Paytm applied for

a trademark registration on July 18, 2016 — which means its four month window expired

on November 18, 2016. PayPal’s last-day complaint has thus raised many an eyebrow on

why a company like PayPal — with ample legal resources at hand — would wait right

until the end of the window to file the complaint. Needless to say, it was only after the

demonetization that PayPal felt threatened (read jealous) by the rise of Paytm in a market
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that until now has been ignored, underserved and/or underperformed by PayPal. It must be

noted that PayPal had not registered its own trademark in India until after the demonetization

— a fact that Paytm's lawyer will undoubtedly cite at trial.

Notwithstanding the timing and PayPal’s motivations, the complaint and the subject matter

do raise a few important points.

The names PayPal and Paytm are similar to the extent both start with the word “Pay” —

however given that both companies operate in the electronic transactions space, PayPal would

have a tough time winning the argument based on just the word “Pay” in the name. In

fact, there is precedent strongly in favor of Paytm here. In Micronix India Vs. Mr. J.R.

Kapoor, for example, the Supreme Court observed that micro-chip technology being the basis

of many of the electronic products, the word “micro” has much relevance in describing the

products and therefore no one can claim monopoly over the use of the said word. Applying

the same logic in this case, the word “Pay” has little distinctive relevance in the market

to which PayPal and Paytm cater.

PayPal’s stronger argument lies in the use of a similar color combination. Even a brief look

at the two logos betrays that similarity between the two. The color tones while not identical

— are undoubtedly similar — the first syllable is a darker shade of blue while the second

syllable is light blue.
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Technically, the Paytm logo uses color codes #042e6f (dark blue) and #00baf2 (light blue)

while PayPal uses #002d8b (dark blue) and #009be1 (light blue) — so one could argue

that the colors are not exactly identical. The difference is more easily seen if you compare

just the colors side by side. It will remain to be seen if the difference is big enough for

consumers and more importantly for the court.

The Indian Trademark Law does protect colors to the extent the colors or combination of

colors confer a distinctive characteristic to a product or service. Schedule 10 of the Trade

Marks Act, 1999, pertains specifically to use of colors :

(1) A trade mark may be limited wholly or in part to any combination of colors and

any such limitation shall be taken into consideration by the tribunal having to decide

on the distinctive character of the trade mark.

(2) So far as a trade mark is registered without limitation of color, it shall be deemed

to be registered for all colors.

PayPal will undoubtedly argue that the differences in the two sets of colors is minimal and

inconsequential to the consumer’s eye — an ordinary consumer will not be able to discern

the difference and naturally confuse between the two logos. This approach gives more weight

to the overall look and feel of the brand — and at least partly abandons the question

on whether PayPal has a trademark right over use of the particular colors.
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It also opens up the discussion to whether the whole package — name, font and colors

— used by Paytm and PayPal are similar enough for ordinary consumers in India to be

deceived into buying the wrong product.

Consumer perception can be a tricky territory for PayPal, especially after Paytm’s customer

base increased manifold over the last five weeks. The key question the court should

ask is :

Would an ordinary consumer intending to use PayPal be confused into using Paytm

instead ?

The fact of the matter is that ordinary consumers like regular workers, grocers and Uber

drivers use and hear the word Paytm all day every day — most of which would not even

know about PayPal. PayPal's foray into India has been limited largely to eBay shoppers,

freelancers and IT software developers that are exposed to global economy much more than

the ordinary consumer — which means that if PayPal and/or Paytm were to conduct a survey,

it would likely result strongly in favor of Paytm.

However, had PayPal chosen to file a trademark infringement lawsuit before the demonetization

move was announced (or perhaps anytime in 2011-2014) when Paytm had not yet established

its household name status, it would have been a much easier battle (albeit also bearing much

less rewards). PayPal would however be much better placed to win this dispute in virtually

any other country (if and when Paytm expands its operations in those countries) — where

PayPal still is recognized as a global payments leader.
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Questions :

(a) What prompted PayPal file complain on last day against Paytm though it had ample

legal resources but waited until the end of the window ?

(10 marks)

(b) Is Paytm and PayPal branding similar ? Would you way PayPal & Paytm have similar

trademarks ? What is the extent of similarity ?

(10 marks)

(c) Can colors or color combinations be trademarked in India ? Would an ordinary consumer

be confused ?

(15 marks)

(d) Does Paytm deceive consumers away from PayPal ? Are Paytm and PayPal

Competitors ? Does arm to decide consumers to use Paytm ?

(15 marks)

2. (a) Statement : Customs has lost power to interdict Patent violating goods at the

Border. It can stop imports of trade mark infringement but not patents

By Notification Nos. 56-Customs (NT) and 57-Customs (NT) dated 22 June, 2018

the Customs has lost its power to interdict patent infringing goods at the time of

customs clearance.

In the previous dispensation, a patent registered with the customs, was automatically

enforced at the border by an alarm triggered by the EDI computer which raised
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a flag from the inward manifest when goods with registered patents entered a port.

The infringing goods import was prohibited under Sec. 11 of Customs Act, 1962.

The offence could result in confiscation of the goods and their destruction.

What is the impact of the above on technology import and domestic manufacturing ?

Discuss.

(10 marks)

(b) Several unpublished Ph.D. dissertations and television documentry are lying idle in university

library. A publishing house interested to publish these unpublished Ph.D. dissertations

in the form of book and reproduce these television documentry but the problem is

copyright. Can the publishing house apply for compulsory licence for these academic

resources like compulsory licence for patented drug ?

(10 marks)

(c) Farmers in developing countries particularly in India are very confused and do not

understand the concept of intellectual property right. Some people are misguiding them

and creating panic and rumour that the patent law will prevent them to use seeds

for cultivation. If you are an IPR expert how you will clear farmers’ doubt about

the patent law that it will not affect their livelihood and still they can use the seeds

for cultivation as usual.

(10 marks)
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3. Geographical indications are the new WTO compatible measure to protect well known traditional

knowledge and established trade name. Discuss with reference to Alphonso mango case.

(5 marks)

4. Can stamps, Labels, tokens, cards be considered an article for the purpose of registration of

Design ? If yes, why and if no, why not ?

(5 marks)

5. Companies are investing huge amount of money in research and development for creation of

intellectual properties may be in the form of new technology, drug discovery, trade secret etc.

The major concern for the companies are how to protect the IPR. Suggest the strategies for

maintenance and protection of confidential information.

(5 marks)

6. Many life saving drugs are patented by multinational pharmaceutical companies and many time

there is shortage of these medicines in the market. In this context explain working of patented

invention and can government issue licence for protection of general public.

(5 marks)

————— o —————


